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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendment was received on 7/5/05, and has been entered and made 
of record. Currently, claims 1-12 and 14-21 are pending. 

Specification 

2. The corrected or substitute specification was received on 7/5/05. The 
specification is acceptable. 1 

Response to Arguments 

3. Applicant's arguments, see pages 7-9, filed 7/5/05, with respect to 35 U.S.C. § 
112 Rejection have been fully considered and are persuasive. The rejection of claim 9 
has been withdrawn. As the applicant states, examiner construes a "fax gateway" as an 
Internet Service Provider that provides for Fax Over IP Protocol and T38 Protocol (last 
section of page 8). 

4. Applicant's arguments, see pages 8-1 1 , filed 7/5/05, with respect to 35 U.S.C. § 
102(a) and 35 U.S.C. § 103(a) Rejections have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Kulakowski (WO 
97/10668). 

5. Examiner previously requested the applicant to provide a reference(s) that 
teaches the features disclosed in the Background of the Specification upon filing a 
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response to the previous Office action (paragraph 3 of last Office action). No reply to 
this request has been received in the current amendment. Again, the applicant is 
requested to provide the reference(s) in order to better take a decision on patentability. 

Claim Objections 

6. Claim 16 is objected to because of the following informalities: 
Line 4, "IP protocol" should be — Internet protocol --; 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 16 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kulakowski. 

7. With respect to claim 16, Kulakowski teaches a method to support a fax over 
Internet protocol session (fig. 1), the method comprising: 

connecting a client (14) to first Internet service provider (18) that does not need 
to include fax over Internet protocol functionality over a first connection, the client 
comprises a fax over Internet protocol client driver that is operable to support a fax over 
Internet protocol session (page 14, lines 26-36); 
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establishing a second connection between the first Internet service provider and 
a second Internet service provider (32) via an Internet protocol network (fig. 1 ); 

the second Internet service provider establishes a third connection with a fax 
machine (28); 

transmitting a fax from the client to the fax machine using a fax over Internet 
protocol session that is supported by the fax over Internet protocol client driver of the 
client via the first connection, the second connection, and the third connection (page 14, 
lines 26-36). 

8. With respect to claim 18, Kulakowski teaches the method of claim 16, wherein 
the client comprises at least on additional fax machine, the at least one additional fax 
machine comprises an Internet capable fax machine (14). 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9, 11, 15 and 21 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Kulakowski. 

9. With respect to claim 9, Kulakowski discloses a system for transmitting faxes, 
comprising: 
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a client (14) having a modem that is compatible with a fax over Internet protocol 
client driver (90 in fig. 6) that is supporting a fax over Internet protocol session (page 14, 
lines 26-36); 

a first Internet service provider that is not a fax gateway (18), the client connects 
to the first Internet service provider using the modem and the fax over Internet protocol 
client driver (page 14, lines 26-36); 

a second Internet service provider (32); 

a fax machine communicatively coupled to the second Internet service provider 
(fig. 1); and 

the client maintains a fax over Internet protocol session with the fax machine 
using the fax over Internet protocol client driver, and the client is not the first Internet 
service provider (fig. 1). 

Although Kulakowski does not expressly disclose the client being a personal 
computer, Examiner takes an Official Notice that implementing the facsimile capability in 
the personal computer system is well known in the art. 

Therefore, it would have been obvious to obtain the invention as specified in 
claim 9 in view of Kulakowski. 

10. With respect to claim 1 1 , Kulakowski discloses that the Internet protocol network 
comprises the Internet (20). 

1 1 , With respect to claim 1 5, Kulakowski discloses that the client connects to the first 
Internet service provider using a PSTN (page 8, lines 6-8). 
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12. With respect to claim 21 , Kulakowski discloses that the modem supports data 
communication over one or more of the group comprising a PSTN, a DSL connection, 
and an ISDN connection (page 8, lines 6-8). 

Claims 1, 2, 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Joffe et al. U.S. Patent No. 6,801,341 (hereinafter Joffe) in view of Kulakowski. 

1 3. With respect to claim 1 , Joffe discloses a T38 driver system (fig. 2), comprising: 
a client (FAX 32) for requesting fax over Internet protocol session; 

a first Internet service provider (access server 40), the client connects to the first 
Internet service provider (fig. 2); 

a second Internet service provider (access server 62) that is operable to support 
a T38 protocol (col. 5, lines 33-46 and col* 6, lines 27-30); 

an Internet protocol network (IP network 46), the first Internet service provider 
and the second Internet service provider are communicatively coupled via the Internet 
protocol network (fig. 2); 

a telephone network provider (PSTN 66); 

a fax machine (FAX 70) that is operable to be communicatively coupled to the 
second Internet service provider via the telephone network provider; 

a fax over Internet protocol session is maintained between the client and the fax 
machine via the first Internet service provider, the Internet protocol network, the second 
Internet service provider, and the telephone network provider (col. 4, lines 24-42); 



Application/Control Number: 09/678,363 Page 7 

Art Unit: 2622 

the client maintains the fax over Internet protocol session with the fax machine 
using the T38 protocol client driver (col. 5, lines 33-46 & col. 6, lines 27-30). 

Joffe, however, does not expressly teach that the T38 protocol driver, which is a 
fax over Internet protocol driver, is included in the client system. 

Kulakowski, the same field of endeavor of Internet facsimile transmission, 
discloses a facsimile client driver system (fig. 1) comprising: 

a client (fax machine device 14 in fig. 1) having a fax over Internet protocol client 
driver (protocol module 90) that is operable to support a fax over Internet protocol 
session (page 14, lines 26-36)\ 

a first Internet service provider (18), the client connects to the first Internet 
service provider (fig. 1); 

a second Internet service provider (32); 

an Internet protocol network (20), the first Internet service provider and the 
second Internet service provider are communicatively coupled via the Internet protocol 
network (fig. 1 ); 

a telephone network provider (page 8, lines 6-8); 

a fax machine that is operable to be communicatively coupled to the second 
Internet service provider via the telephone network provider (page 8, lines 6-8); 

a fax over Internet protocol session is maintained between the client and the fax 
machine via the first Internet service provider, the Internet protocol network, the second 
Internet service provider, and the telephone network provider (fig. 1); and 
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the client maintains the fax over Internet protocol session with the fax machine 
using the fax over Internet protocol client driver (page 14, liens 26-36). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to include the fax over Internet protocol driver inside the client system of Joffe. 

The suggestion/motivation for doing so would have been to meet the 
requirements required by the Internet service provider (page 14, lines 26-36 of 
Kulakowski) from the client device. 

Therefore, it would have been obvious to combine Joffe with Kulakowski to 
obtain the invention as specified in claim 1. 

14. With respect to claim 2, Kulakowski discloses that the driver is contained in a 
memory (34 of figs. 2 & 6). 

15. With respect to claim 7, the combination of Joffe and Kulakowski discloses the 
T38 client driver system of claim 1 , wherein the client comprises a personal computer 
(PC12 in fig. 1 of Joffe). It, however, does not disclose expressly that the client 
comprises a laptop computer. Examiner takes Official Notice that using a laptop 
computer as a personal computer is well known in the art. The suggestion/motivation 
for using a laptop instead of a personal computer would have been to provide the user 
with a portable computer. 

16. With respect to claim 8, Kulakowski discloses that the client comprise a modem 
having a firmware; and the driver is contained within the firmware (page 14, lines 26-36 
and 34 of figs. 2 & 6). 
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Claims 3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combination of Joffe and Kulakowski as applied to claim 1 above, and further in view 
of Nagai et al. U.S. Patent No. 6,636,587 (hereinafter Nagai). 

17. With respect to claim 3, the combination does not tech expressly that the Internet 
protocol network comprises a private network that is operable using an Internet 
protocol. 

Nagai, the same field of endeavor of the Internet facsimile transmission, 
discloses that the Internet protocol network comprises a private network (Intranet or 
ITN) that is operable using an Internet protocol (figs. 1 & 2). 

As well known in the art, it would have been obvious to one of ordinary skill in the 
art to implement the private network in the facsimile transmission network of 
Kulakowski. 

The suggestion/motivation for doing so would have been to provide the facsimile 
communication system in the private network as well. 

Therefore, it would have been obvious to combine three references to obtain the 
invention as specified in claim 3. 

18. With respect to claim 6, the combination does not tech expressly that the client is 
operable to maintain at least on additional protocol session. 

Nagai, the same field of endeavor of the Internet facsimile transmission, 
discloses that at least one additional Internet protocol session can be operated, such as 
a web browser, during the facsimile transmission. Further, at the time of invention, it is 
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well known in the art that any PC connected to the Internet can perform 
various/simultaneous communications using IP session. 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have at least one additional protocol session in the facsimile 
system. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Joffe and Kulakowski as applied to claim 1 above, and further in view of 
Shibata U.S. Patent No. 6,825,955. 

1 9. With respect to claim 4, the combination of Joffe and Kulakowski discloses the 
T38 client driver system of claim 1 , but it does not disclose expressly that the client 
connects to the first Internet service provider using an ISDN. 

Shibata, the same field of endeavor of the Internet facsimile transmission, 
discloses Internet facsimile for transmitting facsimile data to the destination facsimile via 
the Internet wherein the transmitting Internet facsimile connects to the first Internet 
service provider (Internet service provider) using an ISDN (col. 6, lines 44-51). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the facsimile transmission using the ISDN of Shibata with the Internet 
facsimile system of the combination of Joffe and Kulakowski. 

The suggestion/motivation for doing so would have been to provide a facsimile 
transmission system in the IDSN. 
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Therefore, it would have been obvious to combine the three references to obtain 
the invention specified in claim 4. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Joffe and Toyoda as applied to claim 1 above, and further in view of 
Rabenko et al. U.S. Patent No. 6,765,931 (hereinafter Rabenko). 
20. With respect to claim 5, the combination of Joffe and Kulakowski discloses the 
T38 client driver system of claim 1 , but it does not disclose expressly that the client 
connects to the first Internet service provider using an ADSL. 

Rabenko, the same field of endeavor of the Internet facsimile transmission, 
discloses a facsimile that communicates via an ADSL (col. 9, lines 1-4). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to combine the facsimile transmission using the ADSL of Rabenko with the 
Internet facsimile system of the combination of Joffe and Kulakowski. 

The suggestion/motivation for doing so would have been to provide a facsimile 
transmission system in the ADSL. 

Therefore, it would have been obvious to combine the three references to obtain the 
invention specified in claim 5. 

Claims 10 and 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Kulakowski as applied to claim 9 above, and further in view of Nagai. 
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21 . With respect to claim 10, arguments analogous to those presented for claim 6, 
are applicable. 

22. With respect to claim 12, arguments analogous to those presented for claim 3, 
are applicable. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
Kulakowski as applied to claim 9 above, and further in view of Joffe. 

23. With respect to claim 14, as set forth above in the rejection of claim 1 , one of 
ordinary skill in the art would have been motivated to combine Kulakowski with Joffe to 
provide a fax over Internet protocol drive, which includes the T38 protocol, in the client 
system. Thus, it would have been obvious to obtain the invention as specified in claim 
14. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
Kulakowski as applied to claim 16 above, and further in view of Rabenko. 

24. With respect to claim 17, arguments analogous to those presented for claim 5, 
are applicable. 

Claims 19 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the Kulakowski as applied to claim 16 above, and further in view of Nagai. 

25. With respect to claim 19, arguments analogous to those presented for claim 3, 
are applicable. 
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26. With respect to claim 20, arguments analogous to those presented for claim 6, 
are applicable. 



27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHAN S. PARK whose telephone number is (571) 272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Chan S. Park 
Examiner 
Art Unit 2622 
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